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DETAILED ACTION 

Examiner's Comments 

1 . This action is in response to applicant's election received on July/29/2008 
wherein: 

Claims 1-7, 8-13, 14, 19-24, and 30 (Group I) have been elected without 
traverse. 

Rejections - 35 USC § 101 

2. 36 U,S,C. 101 reads as follows: 

Whosver invents or discovers any new and useful process, machine, manufacture, or oomposition 
of matter, or any vtew and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim 1-7 are rejected under 35 U.S.C. 101 because the claims deal with a 

data processing apparatus containing software (module) and do not meet any of the 
statutory items such as process (method), machine (apparatus), manufacture 
(product) or composition. The system claims appear to be an apparatus claim in a 
preamble "a data processing apparatus", however, there are no normal structures or 
functional elements which are required in an apparatus claim. For instant, the 
independent 1 recited "an input module, a storage module, a computation module, 
and an output module" are described in the specification (par. 0030) as "may be 
software". Therefore, the claims have no structure elements and are directed to 
nonstatutory subject matter. 
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CSasm 14 is reject under 35 U.S.C, 101 based on Supreme Court precedent, 
and recent Federal Circuit decisions, tine Office's guidance to examiners is that a § 
101 process must (1) be tied to another statutory class (such as a particular 
apparatus) or (2) transform underiying subject matter {such as an artide or 
materials). Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 
584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 70 (1972). if neither of 
these requirements Is met by the claim, the method Is not a patent eligible process 
under §101 and is non-statutory subject matter. With respect to claim 14, the claim 
language does not transform the underlying subject matter and the process is not 
tied to another statutory class. The process steps of Identifying, determining, 
recording, calculating' Is not tied to another statutory class, such as an apparatus, 
and thus, the claims are directed to nonstatutory subject matter. 

Claim Objections 

3. Claims 4-5 and 7 are objected to under 37 CFR 1 .75(c), as being of 
improper dependent form for falling to further limit the subject matter of a previous 

claim. Applicant is required to cancel the daim(s), or amend the daim(s) to place 
^he cla!m(s) in proper dependent form, or rewrite the claim(s) in independent form. 

1) Claim 4 deals with calculating the convexity of the negotiation, there is no 
discussion of the "convexity" or how to use this limitation in independent method 
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claim 1, so it's not ciear how this feature further limits the computation module of 
claim 1. 

2) In claim 5, it's not clear how "to create at least one ogtion set'' further limits 
"an option set" In the last element of claim 1 above? 

3) Claim 7 depends on claim 1 , which Is an apparatus claim. It's not clear 
how an Inactive method step "Is calculated to" further limits an apparatus claim? 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

T he specification shall contain a written description of the invention, and of the manner and isrocess of 
rnal<>ing and using it, in such fuii, clear, concise, and exact terms as to enable any person siiiiled in the art 
to which it pertains, or with which it is most nearty connected, to make and use the same and shall sst fori:h 
the best mode contempiated by the inventor of carrying out his invention. 

5. Claims 1-7, 8-13, 14, 19-24 and 30 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the enablement requirement. The claim(s) 
contains subject matter which was not described In the specification in such a way 
as to enable one skilled in the art to which it pertains, or with which it is most nearly 

connected, to make and/or use the invenlion. For example, In Independent method 
claim 14, it is unclear what are the function of the software involve in the modules 
are using to calculate the result of the three steps (d), (e) and (f) are using; e.g. step 
(d) " calculating a plurality of option preferences ofeacli option for eacli partf, step 
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(e): "calculating a plurality of sum of weighted option preferences fertile issue 
wherein the sum of weighted option preferences is the sum of the issue weight of 
each option for each party multiplied by the option preference of each option for 
each party", and step (f) "calculating a negotiation solution from the sum of weighted 
option preferences, the negotiation solution comprising an option set ". Applicant is 
requested to supply the name and the function of the modules above so that a 
person of ordinary skill in the art can make or use the invention. Similariy, other set 
of claims contain the same caicuiating modules which are simliar to claim 14 above, 
are rejected for the same reason set forth above. 

6. The following Is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more ciaims particularly poiriting out and distinctly claimirig the 
subject matter which the applicant regards as his invention. 

7. Claims 1-T, 14 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the Invention. 

C!aims 1-7, it appears to be an apparatus claim in preamble "a data process 
apparatus for calculating a negotiation solution", however, there are no structures or 

functional elements which are required in an apparatus claim. It is unclear of how 
the modules e.g. "an input module, a storage module, a computation module, and an 
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output module" are described in the specification (par. 0030) as "may be software" 
and therefore, have no structure elements. 

Claims 2 and 8 recites the limitation "the maximum" in line 2. There is 
insufficient antecedent basic for this limitation in the claim. 

Ciaim 3 recites the limitation "wherein the computation module identifies the 
negotiation solution as the option set of the maximum of the sum of weighted option 
preferences, the computation module further cajculat^^^ of 
the sum of weighted option preferences of the issue to form a maximum combined 
utility, it Is unclear what are "the sum the maximum" and "a maximum combined 
utility". 

Ciaim 4 recites the limitation "the convexity of the negotiation" in line 2. 
There Is insufficient antecedent basis for this limitation in the claim. 

As for claim 14, it Is unclear about the term in step (e) "....sum of the issue 
v^eiQht of each option for each party...". Therefore, it is interpreted as "issue 
weights for each patif as recited in step (b). 

Ciami Rejections - 35 USC § 102 

8. The following Is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in a patent granted on an application for patent by anoti-ierfiied in the 
United States before the invention tiiereof Dy the appHcant for patent,, or on an international appiication by 
another who has fulfiiied the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this title 
before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American inventors Protection 
Act of 1999 (A!PA) and the inteiiectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference ts a U.S. patent resulting 

directly or indirectly from an international application filed before November 29, 
2000. Therefore, the prior art date of the reference is determined under 35 U.S.C. 
102(e) prior to the amendment by the A!PA (pre-AiPA 35 U.S.C. 102(e)). 

9. Claims 19-24 are rejected under 35 U.S.C. 102(e) as being anticipated by 
SRiVASTAVA ET AL. 

Claim 19 calls for "a computer readable storage medium comprising computer 

readable code configured to carry out a process for calculating a negotiation 
solution", this is insufficient because it fails to include "for causing a computer 
system to perform" after "code" and therefore, it's mereiy a computer readable 
medium. The term "configured to" after code does not have much meaning because 
a code is a program. Therefore, the computer-readable medium of SRIVASTAVA 
ET AL, see claim 7, reads over the computer-readable medium of claim 19. Notice, 
claim 7 of SRIVASTAVA ET AL contains the iimitation '"therein for causing a 
computer system to perform" the steps in the preamble. Claims 20-24 are rejected 
for the same reason as shown in claim 19. 
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Claim Rejections - 35 USC § 103 

10. The foyovving is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent !Tiay not be obtained though the invention is not identically disclosed or described as set fort[i 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to which said subject matter pertains. Patentability shai! 
not be negatived by the manner in which the invention was made. 

11. Claims 1-7, 8-13. 14, 19-24, and 30 are rejected under 36 U.S.C. 103(a) as 
being unpatentable over SRiVASTAVA ET AL (US 7,401 ,034) in view of HEFFNER 
ET AL(US 2003/0018558). 

As for claim 1, SRIVASTAVA ET AL disclose a data processing apparatus 

for caicuiating a bidding (negotiation) solution (best value) or optimal result for 
auction (coL 6, lines 26-27; figure 5, coi. 8, lines 16-23 "...best value of a bid"), the 
apparatus comprising; 

an input module configured to receive a plurality (4) of information/data about 
an issue (bidding/negotiation): (1) about an information item that functions as an 
issue, (2) attributes (weights) of the information item (issue), (3) option (solution) 
features of information item/issue, and (4) preferred option (solution) features of the 
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item/issue [see figures 3-4: coi. 2, lines 41-61 ; col. 6, lines 2-67; col. 7, lines 1-47 
"...receiving an item (issue) for auction comprising a plurality of attributes (weights); 
a value and a score or solution (option preference)].....; 

a storage module (database) configured to store the plurality (4) of 
information/data above [see coL 5, lines 30-37, coi. 9, lines 41-43; and figures 1, 2, 
8; storage device 804]; 

a computation module configured to calculate a plurality of weighted option 
(solution) preferences (WOP) of each option (solution) for each party, wherein each 
weighted option preference (WOP) is the issue weight (attribute) of the party 
multiplied by the option preference of the party (solution); {see figures 4-6; step 
(630); col. 3, lines 1-8; coi, 8, lines 4-10 "...weighted score (WOP) is calculated by 
multiplying ttie score (option preference) by relative weigiit. ..."} 

the computation module further configured to calculate a sum of weighted 
option preferences for the issue by summing the weighted option preferences for 
each option of the issue [see figures 5-6; col. 8, lines 10-39; "....determining each 
weight score attribute, and is totaled, resulting in the composite score (sum of 
weighted option)...,";, 

the computation module further configured to calculate a negotiation solution 
from the sum of weighted option preferences [see figures 5 and 7, col. 8, lines 31-66 
calculating (an auction solution) or (the best value auction) or (Rank #) is determined 
by dividing the price by the composite score (RANKIN) ....]": and 
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an output module configured to display the item (issue), the options (solution), 
a set of option (solution), and the item (Issue) negotiation or auction solution {see 
figures 3-7; coL 8, hnes 16-67;... determine the ranking in ttie order of vaiue provided 
by the bid or negotiation. ..}. 

SRSVASTAVA ET AL falriy discloses the claimed invention except for 
explicitly indicating that the term "negotiation" and "bidding" are equivalent or 
negotiation is a part of bidding. 

In a similar bidding/negotiation process, HEFFNER ET AL discloses that the 
term "negotiation" and "bidding" are equivalent or negotiation is a part of bidding and 
they can be used interchangeably so that "negotiation solution" reads over "bidding 
for best value", see par. [0023"negotiat!on (or bidding)]}, it would have been obvious 
to modify the teaching/terms of SRSVASTAVA ET AL by using the term "bidding" in 
place of negotiation and the product of the bidding process as the solution of the 
negotiation as taught by HEFFNER ET AL as mere using other similar terms for the 
same results. 

As for claim 2, which deals with identifying a maximum value of the 

calculated values in a ranges of vaiue from minimum to maximum, this is taught in 
SRiVASTAVA et al, see figure 5, right hand side, see "(RANK -S)", "(RANK-1)". 
Moreover, the identifying of any other maximum value for use in the selection of the 
solution would have been obvious as mere selection other similar "maximum" 
parameter or value. 
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As for claim 3, which basicaJiy contains a method step, "identifies", in an 
apparatus claim and this has no patentable weight. Furthermore, the step discloses 
wherein the computation module Identifies the negotiation solution as the option set 
of the maximum of the sum of weighted option preferences, calculating the sum the 
maximum of the sum of weighted option preferences of the issue to form a maximum 
combined utility, this basically interprets as identifying the desired solution set as the 
maximum values set or selection of the maximum values set as the desired solution 
set, this concept is fairly taught in Fig. 5, right hand side, see "(RANK -3)", "(RANK- 
1)". 

Note: In examination of the aDpa£alus claim, the claims must be structurally 
distinguishabie from the prior art. While features of an apparatus claim may be 
recited either structurally or functionally, claims directed to an apparatus must be 
distinguished from the prior art in terms of structure rather than function. See MPEP 
2114. In re Schreiben 128 F.3d 1473, 1477-78, 44 USPQ2d 1429, 1431-32 (Fed. 
Cir. 1997). Apparatus claims cover what a device is, not what a device does. 
Hewlett-Packard Co. vs. Bausch & Lomb inc. {Fed. Circ. 1990). Manner of 
operating the device or elements of the device, i.e. recitation with respect to the 
manner in which a claimed apparatus is Intended to be employed/used, does not 
differentiate apparatus from the prior art apparatus. Ex parte Masham, 2 USPQ2d 
1647 (BPAI, 1987). 
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Aiso, this is an apparatus ciaim and intended use limitation for the 
system/device or apparatus, i.e. "for managing plural approval services.-- sen/ice 
provider" carries oo patentable weight. 

As for claim 4, which deals with the feature of the convexity (distribution) of 
the negotiation (bidding) step, i.e. definition of the complexity which is calculated by 
^he limitaUon as claimed, HEFFNER ET AL discloses the use of convexity features 
for calculating a final result, see Fig. 3, par. [0325], so it appears that the limitation of 
convexity in dep. ciaim is inherently included in the teaching of HEFFNER ET AL. 
Furthermore, it appears that the value or definition of convexity is well known in the 
art for calculaling a result, and therefore, the use of any other definition or formula to 
determine the value/feature of the convexity, such as that in claim 4, would have 
been obvious as mere selection of other similar definition or formula to achieve 
similar results, absent evidence of unexpected results. 

As for ciaim 5, SRIVASTAVA et al disclose at least one option set 
responsive to inputs of the negotiation issue, the issue weight (attribute), and the 

option (solution), the output module configured to communicate the at least one 
option set to each party, the input module receiving a utility definition from each 
party in response to the option set, the computation module configured to calculate 
the option preference of each party in response to the utility definition [see figures 3- 
7; coi. 2, lines 51-67; col. 3, lines 1-9; col. 8, lines 40-67]. 
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As for claims 6-7, which basicayy contain method steps, "identifies" and "is 
caiculated" in an apparatus ciaim and these have no patentable weight for the same 
reason set forth In ciaim 3 above. Furthermore, these are taught in figure 5 of 
SRSVASTAVA ET AL. 

As for claim 8, SRIVASTAVA et al disclose a system for calculating bidding 
(negotiation) solution (best value) (col. 6, lines 26-27; figure 5, col. 8, lines 16-23 
"...best value of a bid"), the system comprising: 

a data processing device [figure 81 configured to receive and display an issue 
or (item), a plurality of options (soiution) for the issue, and a plurality of parties, the 
data processing device further configured to receive and display an issue weight 
(attribute) of each party for the issue, and an option preference (score solution) of 
each option for each party {see figures 3-5; figure 8; col. 2, lines 41-61 ; col. 6, lines 
2--67; col, 7, lines 1-47 "...receiving an item (issuej for auction comprising a pluraiity 
of attributes (weights); a value and a score or solution (option preference)} 

a server configured to receive the issue [see figure 1], the opiions(solut!on), 
the parties, the issue weights (attribute), and the option preferences (score solution) 
from the data processing device [see figurers 3-and 8], the server further configured 

to calculate a plurality of sum of weighted option preferences as the sum of the 
products of the issue weight of each option for each party and the option 
preferences of each option for each party and to calculate a negotiation solution 
from the sum of weighted option preferences {see figures 5-6; col. 8, lines 10-23; 
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determining eacii weight score attribute, and is totaled, resulting in the composite 
score (sum of weighted option),..."}; and 

a networi< configured to communicate between the data processing device 
and the server [figures 1 , 2, 8]. 

SRIVASTAVA ET AL falriy discioses the claimed invention except for 
explicitly indicating that the term "negotiation" and "bidding" are equivalent or 
negotiation is a part of bidding. 

In a similar bidding/negotiation process. HEFFHEF^ ET ,AL discloses that the 
term "negotiation" and "bidding" are equivaient or negotiation is a part of bidding and 
they can be used interchangeably so that "negotiation solution" reads over "bidding 
for best value", see par. [0023"negotiatlon (or bidding)]}, it would have been obvious 
to modify the teaching/terms of SRIVASTAVA ET AL by using the term "bidding" in 
place of negotiation and the product of the bidding process as the solution of the 
negotiation as taught by HEFFNER ET AL as mere using other similar terms for the 
same results. 

As for claim 9, SRIVASTAVA ET AL disclose wherein the server is further 
configured to calculate the maximum of the sum of weighted option preferences for 
the issue [figure 5]. 

As for claim 10, SRIVASTAVA ET AL disclose wherein the ser/er is further 
configured to identify the negotiation solution as the option set of the maximum of 
the sum of weighted option preferences, the server further summing the maximum of 
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^he sum of weighted option preferences for the issue to form a maximum combined 

utility [see figure 5]. 

As for claim 11, this limitation is the same as the dependent claim 4 above, 
it is rejected for the same reason sets forth the dependent ciaim 4 above. 

As for claim 12, SRIVASTAVA ET AL disclose wherein the server is further 
configured to calculate a combined utility for an option set [figure 5]. 

As for ciaim 13, this limitation is the same as the dependent claim 5 above. 
It is rejected for the same reason sets forth the dependent claim 5 above. 

As for claim 14, SRIVASTAVA ET AL disclose a process for calculating a 
bidding (negotiation) solution (best value) or optimal result for auction (col. 6, lines 
26-27; figure 5, col. 8, lines 16-23 "...best value of a bid"), the apparatus comprising: 

Identifying an issue [figure 3, step 310] 

determining a plurality of issue weights of the issue for a plurality of parties 
[figures 4-5]; 

recording a plurality of options for the Issue [see col. 5, lines 30-37, col. 9, 
lines 41-43; and figures 1, 2, 8; storage device 804]; 

calculating a plurality of option preferences (score solution) of each option for 

each party [figures 5-6]; 
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calculating a pluraiity of sum of weighted option preferences (total score 
solution) for the issue wherein the sum of weighted option preferences Is the sum of 
the issue weight of each option for each party multiplied by the option preference of 
each option for each party {see figures 4-6; step (630); col, 3, lines 1-8; col. 8, lines 
4-1 0 ■■ . . . weighted score (WOP) is calculated by multiplying the score (option 
preference) by relative weight...." }: and 

calculating a negotiation solution from the sum of weighted option 
preferences, the negotiation solution comprising an option set [figures 5, 6, 7 "total 
the weighted score (66Q) col, 8, lines W~67;.,, determine the ranking In the order of 
value provided by the bid or negotiation. ..}. 

SPJVASTAVA ET AL fairly discloses the claimed invention except for 
explicitly indicating that the term ^'negotiation" and "bidding" are equivalent or 
negotiation is a part of bidding. 

In a similar bidding/negotiation process, HEFFNER ET AL discloses that the 
term "negotiation" and "bidding" are equivalent or negotiation Is a part of bidding and 
they can be used interchangeably so that "negotiation solution" reads over "bidding 
for best value", see par, [0023 negotiation (or bidding}]}. It would have been obvious 
to modify the teaching/terms of SRSVASTAVA ET AL by using the term "bidding" in 
place of negotiation and the product of the bidding process as the solution of the 
negotiation as taught by HEFFNER ET AL as mere using other similar terms for the 
same results. 
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As for independent claim 19, which deal with a computer readable storage 
medium comprising computer readable code configured to carry out a process for 
calculating a negotiation solution [figures 1, 2 and 8]. Basically, this claim has the 
same limitation as the independent 14 above, it is rejected for the same reason set 
forth the independent claim 14 above. 

As for claim 20, SRIVASTAVA ET AL disclose wherein the computation 
moduie identifies the negotiation solution as the option set of the maximum of the 
sum of weighted option preferences, calculating the sum the maximum of the sum of 
weighted option preferences of the issue to form a maximum combined utility, this 
basically interprets as identifying the desired solution set as the maximum values set 
or selection of the maximum values set as the desired solution set, this concept is 
fairly taught in Fig. 5, right hand side, see "(RANK -3)". "(RANK-1)". 

As for claim 21 , SRIVASTAVA ET AL disclose wherein the negotiation 
solution is the option set of the maximum of the sum of weighted option preferences 
for each issue [figure 5], 

As for claim 22, SRIVASTAVA ET AL disclose wherein the sum of the issue 
weights for a party is equal to one {it is inherently discloses in figure 5}. 

As for dep. claims 23-24, which deal with the feature of the option 

preference, ^is ca[cu[ated according....", this phrase is not.a positive recited method 
step, and therefore, is interpreted as "being capable of and the "option preference" 
of Srivastava is capable of having this limitation. 
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As for incJependent claim 30, which deals with an apparatus for calculating 
a negotiation solution. Basicaliy this limitation is the same as the independent claim 
14 above. St Is rejected for the same reason set forth the independent 14 above. 



Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

13. The US Patent to Hadingham et al. discloses a system for use on an 
electronic network for negotiating contracts between at least one buyer and at least 
one seller; And to Rickard et al. discloses a system for calculates the mutual 
satisfaction between negotiating parties and maximizes their mutual satisfaction over 
a range of decision variables. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Thuy-Vi Nguyen whose telephone number is 
571-270-1614. The examiner can normally be reached on Monday through 
Thursday from 8:30 A.M to 6:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Janice Mooneyham can be reached on 571-272-6805. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571- 
272-1000. 

/T.N./ 

Examiner, Art Unit 3689 
/Janice A. Mooneyham/ 
Supervisory Patent Examiner, Art Unit 3689 



